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DETAILED ACTION 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321 (c) or 1 .32 1 (d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

Claims 1-3 and 6-8 are rejected on the ground of nonstatutory double patenting over 
claims 1-5 and 8-9 of prior Nun et al. (U.S. Patent No. 6,81 1,856). Nun patent claims all of the 
features of the present claim except for the "injection molding." However, the limitation 
"injection molding" is a process limitation in an article claim. Even though product-by-process 
claims are limited by and defined by the process, determination of patentability is based on the 
product itself. The patentability of a product does not depend on its method of production. If the 
product in the product-by-process claim is the same as or obvious from a product of the prior art, 
the claim is unpatentable even though the prior product was made by a different process.", (In re 
Thorpe, 227 USPQ 964,966). Once the Examiner provides a rationale tending to show that the 
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claimed product appears to be the same or similar to that of the prior art, although produced by a 
different process, the burden shifts to applicant to come forward with evidence establishing an 
unobvious different between the claimed product and the prior art product (In re Marosi, 710 
F.2d 798, 802, 218 USPQ 289, 292 (Fed. Cir. 1983), MPEP 2113). 

Claims 12, 21-25, and 3 1 are rejected on the ground of nonstatutory double patenting 
over claims 1 and 10-16 of Nun et al. (U. S. Patent No. 6,81 1,856) in view of Keller et al. (US 
2002/0016433). Nun teaches that the particles are secured to the surface by a physical method 
(claim 1), however, doesn't specifically state that the process is of injection molding. Keller 
teaches a production of shaped articles from injection molding [0076] where the hydrophobic 
powder particles are fix on the surface of the substrate to be coated or to produced a shaped 
article [0024], which the powder particles are later pressed into the surface of the injection 
molding with a pressure of 7.4 x 10 7 Pa [013 1]. It would have been obvious to one of ordinary 
skill in the art at the time of the invention to produce Nun's article in such a way taught by Keller 
because the articles taught by Nun can be made via injection molding by Keller's compressed 
step. 

Claims 1-3,6, and 10 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1 1-16 of copending 
Application No. 10/506,993. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the copending application teaches a molding with 
self-cleaning properties, wherein the surface has securely anchored microparticles which form 
elevations. 
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This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 



Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign 
country or in public use or on sale in this country, more than one year prior to the date of 
application for patent in the United States. 

Claims 1-2, 8-9, and 30 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Barthlott (WO96/04123 published date of 2/15/96; herein referred to under the US 
equivalent 6,660,363). 

Regarding claims 1 and 30, Barthlott teaches self-cleaning surface wherein the surface 
has securely anchored particles by gluing hydrophobic particles to the surface, which would form 
elevations (col. 2, lines 21-25 and Abstract). Barthlott also teaches the height is 5-100 um 
(Abstract) and the average particle size is 7 um (example 1), which overlaps the aspect ratio as 
claim (5/7=0.71). Further, it is noted that the hydrophobic particles on the surface of the 
substrate is consider a layer. Further, with regard to the limitation "injection molding", even 
though product-by-process claims are limited by and defined by the process, determination of 
patentability is based on the product itself. The patentability of a product does not depend on its 
method of production. If the product in the product-by-process claim is the same as or obvious 
from a product of the prior art, the claim is unpatentable even though the prior product was made 
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by a different process.", (In re Thorpe, 227 USPQ 964,966). Once the Examiner provides a 
rationale tending to show that the claimed product appears to be the same or similar to that of the 
prior art, although produced by a different process, the burden shifts to applicant to come 
forward with evidence establishing an unobvious different between the claimed product and the 
prior art product (In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 (Fed. Cir. 1983), MPEP 
2113). 

Regarding claim 2, Barthlott teaches that the elevations have an average height of 5-100 
um and an average separation of 5-200 um (Abstract). 

Regarding claim 8, Barthlott teaches that the particle have hydrophobic properties (col. 3, 
lines 7-8). 

Regarding claim 9, Barthlott teaches that the material is polyethylene (Example 1). 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for 
patent or (2) a patent granted on an application for patent by another filed in the United 
States before the invention by the applicant for patent, except that an international 
application filed under the treaty defined in section 351(a) shall have the effects for 
purposes of this subsection of an application filed in the United States only if the 
international application designated the United States and was published under Article 
21(2) of such treaty in the English language. 

Claims 1-3, 5-8, 10-11, and 32 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Baumann et al. (US 6,800,354). 

Regarding claim 1 , Baumann teaches a self-cleaning surface wherein the surface has 
securely anchored microparticles which form elevations (col. 3, lines 48-61). Further, Baumann 
teaches that the diameter is preferable less than 50 but greater than five and the height of the 
elevations are less than 100 nm, which therefore overlaps the range of the aspect ratio as claimed 
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(col. 7, lines 44-48). Furthermore, the limitation "injection molding", even though product-by- 
process claims are limited by and defined by the process, determination of patentability is based 
on the product itself. The patentability of a product does not depend on its method of 
production. If the product in the product-by-process claim is the same as or obvious from a 
product of the prior art, the claim is unpatentable even though the prior product was made by a 
different process.", (In re Thorpe, 227 USPQ 964,966). Once the Examiner provides a rationale 
tending to show that the claimed product appears to be the same or similar to that of the prior art, 
although produced by a different process, the burden shifts to applicant to come forward with 
evidence establishing an unobvious different between the claimed product and the prior art 
product (In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 (Fed. Cir. 1983), MPEP 2113). 

Regarding claims 2 and 3, Baumann teaches that the surface has a height profile of 0.1-50 
um and a separation of 0.1-50 um (col. 5, lines 14-18). 

Regarding claims 5 and 32, Baumann teaches that the particles can be agglomerates, 
which inherently the overall particle is not of a smooth surface. Therefore the particle would 
inherently have an aspect ratio of greater than 1, since the overall particle has an agglomerate 
structure (col. 3, lines 51-54). 

Regarding claims 6 and 7, Baumann teaches the microparticles as presently claimed (col. 
3, lines 24-29). 

Regarding claim 8, Baumann teaches that the microparticles have hydrophobic properties 
(col. 3, lines 59-61). 

Regarding claim 10, Baumann teaches self-cleaning particles on a substrate with a height 
of 0.5-15 um (col. 5, lines 13-17), which are embedded (col. 4, lines 23-27), forming a layer with 
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a thickness of 5-1000 nm (col. 8, lines 29-39), which would inherently be impressed by at least 
10% of the particle diameter for the purpose of providing a self-cleaning article (col. 2, lines 66- 
67). 

Regarding claim 11, Baumann teaches that the diameter of the particles is less than 100 
nm (col. 3, lines 12-13). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

Claims 3, 6-7, and 11 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Barthlott (WO96/04123 published date of 2/15/96; herein referred to under the US 
equivalent 6,660,363) and in view of Huffer et al. (WO01/73162 published date; herein 
referred to under the US equivalent 6,783,807). 

Regarding claim 3, Barthlott teaches a self cleaning surface as set forth above, however, 
fails to teach the height elevations and separations as claimed. Barthlott teaches that height and 
separations starts at 5 um (Abstract). It would have been obvious to one of ordinary skill in the 
art at the time of the invention to optimize Barthlott's height and separation to be of 4 um as 
claimed so that the surface cannot be detached by water or by water containing detergents (col. 2, 
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lines 16-20). Further, Huffer teaches an article comprising self-cleaning properties (col. 3, lines 
53-55, col. 4, lines 20-22, col. 6, lines 1-7, and col. 9, lines 57-61) having an elevations with an 
average height and separations as claimed (col. 3, lines 65-66). It would have been obvious to 
one of ordinary skill in the art at the time of the invention to modify Barthlott's article to have an 
elevation as claimed in order to reduce the tendency of the surfaces to accumulate solids (col. 3, 
lines 53-55). 

Regarding claims 6-7, Barthlott doesn't specifically teach the material of the hydrophobic 
particles as claimed. Huffer teaches that the microparticles are selected from the group claimed 
by the applicants (col. 4, lines 6-12). It would have been obvious to one of ordinary skill in the 
art at the time of the invention to have Barthlow's particles to be as presently claimed, since 
Huffer teaches that it will reduce the tendency of the particles to accumulate solids from fluids 
with formation of deposits (col. 4, lines 20-22). 

Regarding claim 11, Barthlott doesn't specifically teach the diameter of the particle size, 
however, Barthlott does teach that optimum results are only achieved if the particles are 
empolyed having a relatively narrow grain size distribution (col. 3, lines 8-1 1). It would have 
been obvious to one of ordinary skill in the art at the time of the invention to modify Barthlott's 
particle size to be within the range as claimed in order to obtain a desired surface structure (col. 
3, lines 6-7). Further, Huffer teaches that the particles have a mean diameter of 1-50 um (col. 6, 
lines 23-24). It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have Barthlott's particle to be within the particle size as claimed, since Huffer 
teaches that having a larger particle size is not preferred for a self cleaning article (col. 6, lines 
25-26). 
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Claims 10 and 27 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Barthlott (WO96/04123 published date of 2/15/96; herein referred to under the US 
equivalent 6,660,363), and in view of Baumann et al. (US 6,800,354). 

Regarding claim 10, Barthlott doesn't teach that the microparticles are impressed into the 
surface in an extent of 10-90% of their average particle diameter. Baumann teaches self- 
cleaning particles on a substrate with a height of 0.5-15 urn (col. 5, lines 13-17), which are 
embedded (col. 4, lines 23-27), forming a layer with a thickness of 5-1000 nm (col. 8, lines 29- 
39), which would obviously be impressed by at least 1 0% of the particle diameter for the purpose 
of providing a self-cleaning article (col. 2, lines 66-67). Therefore, it would have been obvious 
to one of ordinary skill in the art at the time of the invention to modify Barthlott 's particles to be 
impressed by at least 10% and not more than 90% of their diameter, as taught by Baumann, in 
order to provide an article with a self-cleaning surface. 

Regarding claim 27, Barthlott doesn't teach that the microparticles are anchored to the 
surface without any additional securing material. Baumann teaches that that the particles are 
fixed to substrate and then a coating overlay (col. 3, lines 5 1-54). It would have been obvious to 
one of ordinary skill in the art at the time of the invention to modify Barthlott to the teachings of 
Baumann in order to firmly secure the particles to the substrate and that it is known in the art of 
self-cleaning surfaces that particles can adhere or fixed to the substrate without any additional 
securing material. 



Application/Control Number: 10/506,604 Page 10 

Art Unit: 1794 

Claims 12, 14, 16-19, 25-26, and 28-29 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Barthlott (WO96/04123 published date of 2/15/96; herein referred to 
under the US equivalent 6,660,363) and in view of Keller et al. (US 2002/0016433). 

Regarding claims 12, 25, and 28-29, Barthlott doesn't teach an injection molding step. 
Keller teaches a production of shaped articles from injection molding [0076] where the 
hydrophobic powder particles are fix on the surface of the substrate to be coated or to produced a 
shaped article [0024], which the powder particles are later pressed into the surface of the 
injection molding with a pressure of 7.4 x 10 7 Pa [0131]. It would have been obvious to one of 
ordinary skill in the art at the time of the invention to produce Barthlott's article in such a way 
taught by Keller because the article taught by Barthlott can be made via injection molding by 
Keller's compressed step so that the surface structure has elevations. 

Regarding claim 14, Barthlott teaches that the material is polyethylene (Example 1). 

Regarding claim 16, Keller teaches that the composition can be applied by aerosol, which 
is a type of spraying [0068]. 

Regarding claim 17, Barthlott teaches a suspension comprising of hydrophobic particles 
and a solvent, wherein the solvent is dried or evaporated (col. 2, lines 54-59). 

Regarding claim 18, Keller teaches an article produced by injection molding [0076] with 
the application of hydrophobic particles [0013], which are formulated by aerosols by propellant 
gases [0068]. It would have been obvious to one of ordinary skill in the art at the time of the 
invention to utilize Keller's process to produce Barthlott's article, since it would easily coat the 
article by spray to obtain a self-cleaning surface. 
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Regarding claim 19, Keller fails to teach that the injection-molding process is carried out 
using a pressure great than 40 bar. However, Keller teaches that the solid content of the spray 
ranges from 0.1-10% by weight [00668]. It would have been obvious to one of ordinary skill in 
the art at the time of the invention to have the injection-molding process be carried out using a 
pressure at least greater than 40 bar in order to carry out the 10% of the solid's weight. 

Regarding claim 26, Barthlott teaches that the article is consisted of the objects as 
presently claimed (col. 2, lines 36-47). 

Claim 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over Barthlott 
(WO96/04123 published date of 2/15/96; herein referred to under the US equivalent 
6,660,363), in view of Keller et al. (US 2002/0016433), and in view of Baumann et al. (US 
6,800,354). 

Regarding claim 13, Barthlott in view of Keller doesn't teach that the microparticles are 
impressed from 10-90% of their particle diameter within the surface of the product. Baumann 
teaches self-cleaning particles on a substrate with a height of 0.5-15 um (col. 5, lines 13-17), 
which are embedded (col. 4, lines 23-27), forming a layer with a thickness of 5-1000 nm (col. 8, 
lines 29-39), which would obviously be impressed by at least 10% of the particle diameter for 
the purpose of providing a self-cleaning article (col. 2, lines 66-67). Therefore, it would have 
been obvious to one of ordinary skill in the art at the time of the invention to modify Barthlott's 
structure produced by Keller's method with a self cleaning surface wherein the particles are 
impressed by at least 10% and not more than 90% of their diameter, as taught by Baumann, in 
order to provide an article with a self-cleaning surface. 
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Claims 20-24 and 31 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Barthlott (WO96/04123 published date of 2/15/96; herein referred to under the US 
equivalent 6,660,363), in view of Keller et al. (US 2002/0016433), and in view of Huffer et al. 
(WO01/73162 published date; herein referred to under the US equivalent 6,783,807). 

Regarding claim 20, Barthlott doesn't specifically teach the diameter of the particle size, 
however, Barthlott does teach that optimum results are only achieved if the particles are 
employed having a relatively narrow grain size distribution (col. 3, lines 8-1 1). It would have 
been obvious to one of ordinary skill in the art at the time of the invention to modify Barthlott's 
particle size to be within the range as claimed in order to obtain a desired surface structure (col. 
3, lines 6-7). Further, Huffer teaches that the particles have a mean diameter of 1-50 um (col. 6, 
lines 23-24). It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have Barthlott's particle to be within the particle size as claimed, since Huffer 
teaches that having a larger particle size is not preferred for a self cleaning article (col. 6, lines 
25-26). Furthermore, Keller teaches that the hydrophobic particles are 0.05-100 um [0060]. It 
would have been obvious to one of ordinary skill in the art at the time of the invention to modify 
Barthlott's particle size to the teachings of Keller in order to produce a surface of an article 
having a self-cleaning effect (Abstract). 

Regarding claim 21, Barthlott doesn't specifically teach the material of the hydrophobic 
particles as claimed. Huffer teaches that the microparticles are selected from the group claimed 
by the applicants (col. 4, lines 6-12). It would have been obvious to one of ordinary skill in the 
art at the time of the invention to have Barthlow's particles to be as presently claimed, since 
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Huffer teaches that it will reduce the tendency of the particles to accumulate solids from fluids 
with formation of deposits (col. 4, lines 20-22). 

Regarding claim 22, Barthlott teaches that the microparticles have hydrophobic 
properties (col. 3, lines 8-9). 

Regarding claims 23-24 and 31, Huffer teaches that the particles have hydrophobic 
properties by virtue of treatment before coating of a compound of alkylsilanes and 
fluoroalkylsilanes (col. 6, lines 1-20). It would have been obvious to one of ordinary skill in the 
art at the time of the invention to modify Barthlott's particle to the teachings of Huffer in order to 
produce an article with a surface that reduces the tendency of an accumulation of solids and 
formation of deposits (col. 3, lines 53-55). 

Response to Arguments 

Applicant's arguments filed 8/12/09 have been fully considered and are not persuasive. 
Indeed, the examiner inadvertently failed to provide a column and line number for the teaching 
of the aspect ratio limitations of the previously presented claims 4-5. However, the same prior 
art has still been applied to reject the aspect ratio limitations because it clearly discloses this 
feature of the claims as noted above. Therefore, this office action is made final. It is noted that 
in the previous office action summary, it was stated that claims 1-31 were rejected even though 
claims 4-5 were left out of the statement of rejection in the body of the action. 
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Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to LINDA CHAU whose telephone number is (571)270-5835. The 
examiner can normally be reached on Monday-Thursday, 8:00-5 :00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Ruthkosky can be reached on (571) 272-1291 . The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Linda Chau 

/LC/ 

/Holly Rickman/ 

Primary Examiner, Art Unit 1794 



